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The non- statutory double patenting rejection, whether of the 
obviousness-type or non- obviousness -type, is based on a 

judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by 
a patent. In re Thorington, 418 F.2d 528, 163 USPQ 644 {CCPA 
1969); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); In re 
Van Ornum, 686 F.2d 937, 214 USPQ 761 {CCPA 1982); In re Longi, 
759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); and In re Goodman, 
29 USPQ 2d 2010 (Fed. Cir. 1993) . 

A timely filed terminal disclaimer in compliance with 37 
CFR 1.321(b) and (c) may be used to overcome an actual or 
provisional rejection based on a non-statutory double patenting 
ground provided the conflicting application or patent is shown to 
be commonly owned with this application. See 37 CFR 1.78 fd) . 

Effective January 1, 1994, a registered attorney or agent of 
record may sign a terminal disclaimer. A terminal disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b) . 

Claims 10-38 and 54-58 are provisionally rejected under the 
judicially created doctrine of obviousness -type double patenting 
as being unpatentable over claims 1-3 0 and 3 6-40 of copending 
application Serial No. 10/024,679. Although the conflicting 
claims are not identical, they are not patentably distinct from 
each other because they would be prima facie obvious over each 
other. It is noted that applicant has not argued the merits of 
this rejection, but has stated that applicant is willing to 
submit a terminal disclaimer to obviate the rejection. 

This is a provisional obviousness -type double patenting 
rejection because the conflicting claims have not in fact been 
patented. 

The following is a quotation of 35 U.S.C. § 103(a) which 
forms the basis for all obviousness rejections set forth in this 
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(a) A patent may not be obtained though the invention is not 

identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which 
the invention was made. 

Claims 10, 12, 14-16, 20-24, 27-30, 37 and 58 are rejected 
under 35 U.S.C. § 103(a) as being unpatentable over Philippe et 
al. 'All {newly cited) in view of either Tonkovich et al . '838 
(newly cited) or Tonkovich et al . '909 (newly cited), further in 
view of Kohl et al . (of record). Philippe et al . '471 is the 
English equivalent of WO 97/19019, which was applied in the last 
Office action. It would be prima facie obvious from eithe:: 
Tonkovich et al. '838 or Tonkovich et al . '909 to carry out the 
process of Philippe et al . in a millisecond reactor, since 
Philippe et al . '471 teaches at column 3, lines 55-59 that the 
contact time of the gaseous reaction may be as low as 0.5 
seconds, and Tonkovich et al . '909 and Tonkovich et al . '838 both 
disclose the advantages of using millisecond reactors to carry 
out chemical processes. (See column 2, lines 24-60 of Tonkovich 
et al. '909, and column 2, lines 33-59 of Tonkovich et al . '838. 
It would be further obvious from Kohl to pass the product gas 
stream of Philippe et al . '471 through a cooler and condenser to 
recover the produced sulfur. Applicant's arguments as to what 
Kohl shows or does not show, are not convincing, since Kohl is 
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merely relied upon to show the well-known steps of cooling and 
condensing to recover a product, specifically a sulfur product 
resulting from the oxidation of hydrogen sulfide. 

Claims 25, 26, 31 and 32 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Philippe et al . '471 in view of either 
Tonkovich et al. '909 or Tonkovich et al. '838, further in view 
of Kohl as applied to claim 10 above, and further in view of 
Srinivas et al . Srinivas et al . is relied upon as discussed in 
the last Office action. It would be further obvious to include a 
lanthanide metal such as samarium or lanthanum in the catalyst of 
Philippe et al . '471, since Srinivas et al . teach that rare earth 
metals including lanthanum and samarium are useful catalysts for 
selectively oxidizing hydrogen sulfide to elemental sulfur, which 
is the purpose of the process of Philippe et al . '471. 

Tonkovich et al. '975 is made of record for disclosing a 
millisecond reactor. 

Keller et al . is made of record as constituting the parent 
of the instant application. 

This application apparently discloses allowable subject 
matter (i.e., regarding the subject matter of claims 11, 13, 
17-19, 33-36, 38 and 54-57. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Wayne A. 
Langel whose telephone number is (571) 272-1353. The examiner 
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can normally be reached on Monday through Friday from 8 A.M. to 
3 : 30 P.M. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Stanley Silverman, can 
be reached on (703) 308-3837. The fax phone number for this 
Group is (703) 872-9306, 

Any inquiry of a general nature or relating to the status of 
this application or proceeding should be directed to the Group 
receptionist whose telephone number is (703) 308-2351. 

WAL : cdc 

December 22, 2003 




